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DETAILED ACTION 
Response to Appeal Brief 

1 . In view of the appeal brief filed on 2/1 1/08, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773. 
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Drawings 

2. New corrected drawings in compliance with 37 CFR 1 .84(1) are required in tlnis 
application because the drawing contains lines, numbers & letters that are not uniformly 
thick and well defined (poor line quality). Applicant is advised to employ the services of 
a competent patent draftsperson outside the Office, as the U.S. Patent and Trademark 
Office no longer prepares new drawings. The corrected drawings are required in reply to 
the Office action to avoid abandonment of the application. The requirement for 
corrected drawings will not be held in abeyance. 

Claim Objections 

3. Claims 23 and 24 are objected to because of the following informalities: The 
claims are dependent upon a cancelled claim. Appropriate correction is required. 
When treating the claim on the merits, the claims will be viewed as being dependent 
upon claim 21. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 3, 20, 21 , 23-26 and 31 -33 are rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

6. Claims 3, 20 and 31 each recite a limitation in which the suture contacting 
element comprises two opposing faces and each face has an electrode disposed 
thereon. The way the claims are recited, it implies that the device has an additional 
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"electrode" disposed on the suture contacting element, in addition to the first and 
second electrode. However, the specification does not show a device having more than 
two electrodes. Therefore, the claim limitations need to be amended to state that each 
face of the suture contacting element has one of the first or second electrode disposed 

thereon, and not an additional electrode. 

7. The remaining listed claims are rejected based on their dependence on the 
rejected claims. 

Claim Rejections - 35 USC § 102 

8. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1, 3-6, 20-21 and 23-34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 5,893,880 to Egan et al. 

(claims 1 and 20) Egan discloses a suture welding system capable of fixedly 
attaching a first length of suture 16 to a second length of suture 18 at a suture welding 
site, comprising: an electrosurgical energy source (col. 5, II. 30-33) configured to 
generate radio frequency waves (col. 8, II. 13; ultrasonic sound Is sound pressure 
waves whose frequency is above the audible range, which has an upper limit of 20 
KHz); first 16 and second lengths 18 of suture; and a suture welding device (Fig. 10A) 
having a working end comprising a suture contacting element with a first 30 and second 
electrode 32, wherein the first electrode 30 receives energy and vibrates and deliver 
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ultrasonic frequency to the suture and back to the second electrode (col. 8, II. 12-14); 
wherein provision of radio frequency energy by the first electrode to the first and second 
lengths of suture welds the first and second lengths of suture into a fixed attachment (as 
shown in Fig. 19B). 

Egan also discloses a method for welding a first length of suture to a second 
length of suture to create a fixed attachment therebetween, comprising: (a) providing 
an electrosurgical energy source (col. 5, II. 30-33); (b) providing a suture welding device 
(Fig. 10A) having a working end comprising a suture contacting element with a first 30 
and second electrode 32, wherein the first electrode 30 receives energy and vibrates 
and deliver ultrasonic frequency to the suture and back to the second electrode (col. 8, 
II. 12-14); (c) placing a first length of suture and a second length of suture into contact 
with the suture contacting element (Fig. 19A); and (d) providing energy from the 
electrosurgical energy source through the first electrode to the first and second lengths 
of suture to weld the first length of suture to the second length of suture to create a fixed 
attachment therebetween (Fig. 19B). 

(claims 3-4, 23-24, 27) The suture contacting element has two opposing faces 
having a variable gap therebetween (col. 8, II. 14-16), each face having one of the first 
or second electrode disposed thereon; wherein the suture welding device is configured 
to be selectively adjustable between an open position and a closed position, wherein 
the first and second lengths of suture may be placed within the variable gap in the open 
position and wherein the lengths of suture are constrained within the variable gap in the 
closed position; wherein the suture contacting element forces the first and second 
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lengths of suture into close physical contact with each other when the suture welding 
device is placed in the closed position. 

(claims 5-6 and 26) The first and second lengths of suture are made 
polydioxanone (col. 5, II. 25-29). 

(claim 21) The devices provides radio frequency waves in the ultrasonic range. 

(claims 25 and 28-29) The suture contacting element comprises element 32, as 
shown in Fig. 19B, which is viewed as a pod for preventing the first and second sutures 
from sliding off of the suture contacting element. As to claim 29, see the rejection to 
claim 1 and 28. 

(claim 30) Egan discloses the use of radio frequency waves in the ultrasonic 
range; see claim 21. 

(claims 31-33) See the rejections to claims 3-4, 23-24, 27 above, 
(claim 34) See the rejections to claims 5-6 and 26. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining tlie differences between the prior art and tlie claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

13. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Egan, as 
applied to the rejection to claim 1 above, and in view of US 6,409,743 to Fenton, Jr. 

Egan discloses all the limitations of the claim except for a weldable material that 
is provided between at least one electrode and at least one length of suture, the 
weldable material adapted to weld the first length of suture thread to the second length 
of suture thread upon application of radio frequency energy through the at least one 
electrode. 

However, the use of a weldable material to secure two strands of suture together 

is well known in the art. For instance, Fenton discloses a collar 1 that is made of a 
weldable material (col. 6, lines 34-43) and adapted to weld the first length of suture to 
the second length of suture 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device of Egan to include the use of the 
weldable material because it would help secure the two lengths of strands together prior 
to placing the strands on the welding device. Furthermore, it has been held that 
combining prior art elements according to known methods will yield predictable results 
and would be obvious to one of ordinary skill in the art. KSR Int'l Co. v. Teleflex Inc., 
127 S.Ct. 1727, 1742, 82 USPQ2d 1385, 1396 (2007). 

14. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Egan, as 
applied to the rejection to claim 1 above, and in view of US 5,342,359 to Rydell. 

Egan discloses all the limitations of the claim except for the suture welding 
device including a piston slidingly disposed on the suture welding device so as to be 
translatable in a longitudinal direction to move the first and second lengths of suture into 
contact with at least one electrode. Instead, Egan merely focuses on the working end of 
the device instead of the actuator and shaft. 

However, the use of an actuator and shaft to effect a working end of a surgical 
device is well known in the art. It is also well known to use a longitudinally translatable 
shaft or piston to manipulate a structure in the working end. An example of this 
arrangement is disclosed by Rydell, wherein a piston 16 is provided to an actuator 36. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an actuator comprising a piston to the device of Egan 
because it would allow for remote manipulation of the working end, which is known in 
the art. 
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Response to Arguments 

15. Applicant's arguments, see appeal brief, filed 2/1 1/08, are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of Egan (and in combination with Fenton, Jr. 
or in combination with Rydell). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darwin P. Erezo whose telephone number is (571)272- 
4695. The examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571 ) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Darwin P. Erezo/ 

Primary Examiner, Art Unit 3773 



